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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group II, species (d)(2) in the reply filed on 
1 1/2/2007 is acknowledged. The traversal is on the ground(s) that all groups and 
species are sufficiently related and that there is no search burden. This is not found 
persuasive because the examiner still holds that the honeycomb structure and process 
to make them are distinct and require different fields of search. Honeycomb structures 
have been known in the art for a long time and thus, many variations and methods have 
been developed to make them with many distinct steps and properties. A search for the 
claimed method would not necessarily lead to the claimed product and vice versa. The 
species restrictions are also still upheld because they lack a special common technical 
feature. Many embodiments are listed in the specification of the instant application 
(paragraphs 7-46) which are presented as distinct. The common feature of these 
species is a honeycomb structure, which was not expected to overcome prior art and 
thus a lack of unity was found. The varied fields of search places a search burden on 
the examiner. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 21-33 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Portions of claim 34 are also withdrawn from consideration in accordance 
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with the species election. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 1 1/2/2007. 

Status of the Application 

3. Claim 34 is presented for examination. Claims 21-33 have been withdrawn due 
to being the non-elected invention. 

Priority 

4. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). The certified copy has been filed in parent Application No. JP 2002- 
278657, filed on 9/25/2002. 

Information Disclosure Statement 

5. The information disclosure statements (IDS) were submitted on 3/3/2005, 
3/25/2005, 4/7/2005, 3/6/2006, and 6/15/2007. The submission is in compliance with 
the provisions of 37 CFR 1 .97. Accordingly, the information disclosure statement is 
being considered by the examiner, except where otherwise noted on the IDS. 

Drawings 

6. Figure 2 should be designated by a legend such as --Prior Art-- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
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abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC § 102/103 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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10. Claim 34 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Locker, et al. (US 6,077,483). 

Claim 34 recites a method for producing a honeycomb catalyst carrier having a 
honeycomb cell structure composed of a porous material with each cell functioning as a 
fluid passage wherein the method comprises a step selected from the group: 

i) impregnating an inorganic material into an outermost peripheral part, which has 
a given thickness, of the porous material of the cell structure to form an 
impregnated part; and then disposing an outer wall composed of a porous 
material so as to cover an outer periphery of the cell structure; 

ii) applying an inorganic material to an outer periphery of the cell structure to form 
an intermediate layer; and then disposing an outer wall composed of a porous 
material so as to cover the intermediate layer; 

iii) disposing an outer wall composed of a porous material so as to cover an outer 
periphery of the cell structure, and then impregnating an inorganic material into 
an outermost peripheral part, which has a given thickness, of the porous material 
of the outer wall to form an impregnated part; 

iv) disposing an outer wall composed of a porous material so as to cover an outer 
periphery of the cell structure; and then impregnating an inorganic material into 
the whole porous material of the outer wall to form an impregnated part; and 

v) disposing an outer wall composed of a porous material so as to cover an outer 
periphery of the cell structure and then applying an inorganic material so as to 
cover an outer periphery of the outer wall to form a coat layer. 



Locker, et al. teaches a honeycomb catalyst support used for gas exhaust and 
applying insulating coatings on its outer surface. The honeycomb structure is made of a 
ceramic material and it has a substrate skin (12) that is typically the same material as 
the ceramic material. Disposed onto this skin is another porous ceramic barrier coating 
(14). (Figure 1, explained col 3, lines 53-59) The steps of the coating process onto a 
cordierite substrate are outlined in Example 1 . According to Table 1 , the coatings tested 



Application/Control Number: 10/526,434 Page 6 

Art Unit: 4116 

include cordierite, silicon carbide, alumina and silica, which are all inorganic, (col 5-6) 
Cordierite is well known to be a porous catalyst support material. The step this most 
anticipates in the instant claim is (v) since surrounding the substrate is a skin most likely 
made of the cordierite of the core of the structure and then a coating is later applied to 
this skin, made out of an inorganic material. A step of disposing an outer wall 
composed of a porous material is considered to be an inherent step of this process. 
The outside "skin" of cell structure of Locker, et al. must have been created at some 
point, even if it is not disclosed as a step in the reference. 

In the alternative, it would be obvious to one of ordinary skill in the art to first 
create a wall before placing another coating of an inorganic substance. These 
honeycomb catalyst carriers are often made to be cylindrical to fit into exhaust pipes 
and so that they have a symmetrical cross section leading to easy cartridge 
replacement. One would be motivated to create an outer wall of a porous material 
around the substrate in order to create an even porous surface outside of the substrate 
so that the additional coating has a good surface to adhere to. In this case, an even 
insulating layer is desired. A similar process of washcoating is also common, where an 
oxide or other porous material is first deposited onto a catalyst support in order to 
ensure a porous and uniform layer into which catalytic particles can be deposited. This 
is done mostly when the main support is perhaps chosen for its strength, sacrificing 
porosity. (See US 3,824,196 and 2,742,437) 

Therefore, claim 34 is not patentable over the prior art. 
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Conclusion 

Claim 34 was rejected. No claims have been allowed. Claims 21-33 have been 
withdrawn due to being the non-elected invention and were not examined. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diana J. Liao whose telephone number is 571-270- 
3592. The examiner can normally be reached on Monday - Friday 7:30am to 5:00pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 571-272-0579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



DJL 
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